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Trademark Fraud OverviewTrademark Fraud Overview

�� The The MedinolMedinol RuleRule

�� Current Challenges to the Current Challenges to the Medinol Medinol Rule Rule 

�� How How To Avoid the To Avoid the MedinolMedinol TrapTrap



The The MedinolMedinol RuleRule

�� The New StandardThe New Standard

�� Recent Decisions Applying the New Recent Decisions Applying the New 
Standard (Not Standard (Not Pro SePro Se))
–– Misunderstanding Can Be FraudMisunderstanding Can Be Fraud

–– Failure To Investigate Can Be FraudFailure To Investigate Can Be Fraud

–– AttorneyAttorney’’s Statement of Use Can Be Frauds Statement of Use Can Be Fraud



The New StandardThe New Standard

�� Medinol, Ltd. v. Neuro Vasx, Inc.Medinol, Ltd. v. Neuro Vasx, Inc.,, 67 USPQ2d 1205 67 USPQ2d 1205 
(TTAB 2003)(TTAB 2003)
–– Summary judgment: Registrant committed fraud by submitting Summary judgment: Registrant committed fraud by submitting 

statement of use including both goods in the application statement of use including both goods in the application 
(neurological stents and catheters) when mark NEUROVASX was (neurological stents and catheters) when mark NEUROVASX was 
in use only on cathetersin use only on catheters



The New StandardThe New Standard

�� Medinol, Ltd. v. Neuro Vasx, Inc.Medinol, Ltd. v. Neuro Vasx, Inc.
–– Board rejected registrantBoard rejected registrant’’s claim of inadvertent s claim of inadvertent 

errorerror
–– Concluded fraud can occur without subjective Concluded fraud can occur without subjective 

intent when applicant intent when applicant knew or should have knew or should have 
knownknown a statement is materially incorrecta statement is materially incorrect

–– Inquiry is into objective manifestations of Inquiry is into objective manifestations of intentintent
–– False claim on goods/services False claim on goods/services alwaysalways materialmaterial
–– Deletion of goods cannot cure fraudDeletion of goods cannot cure fraud
–– Entire registration cancelledEntire registration cancelled



Interpreting the New StandardInterpreting the New Standard

�� No Specific Intent RequiredNo Specific Intent Required
–– Chief Judge J. David Sams (not a member of Chief Judge J. David Sams (not a member of 

Medinol Medinol panel) panel) at last at last INTA INTA Annual Meeting in Annual Meeting in 
May 2008: May 2008: Board has never taken the position Board has never taken the position 
that that MedinolMedinol changed the lawchanged the law
�� Fraud is an intentional actFraud is an intentional act
�� A false statement is not necessarily fraudulent A false statement is not necessarily fraudulent 
�� No new strict liability standardNo new strict liability standard
�� Cure by deletion of goods would have no deterrent Cure by deletion of goods would have no deterrent 

effecteffect



Applying Applying the New Standardthe New Standard

�� Intent requirement changed from subjective Intent requirement changed from subjective ““intent intent 
to deceiveto deceive”” to an objective to an objective ““knows or should know knows or should know 
falsityfalsity””

�� TTAB has applied TTAB has applied Medinol Medinol to find fraud with no to find fraud with no 
specific intent in some two dozen cases over the specific intent in some two dozen cases over the 
past six years past six years –– frequently on summary judgmentfrequently on summary judgment

�� Fraud found in all but one opposition involving Fraud found in all but one opposition involving 
overbroad recitation of goods (useoverbroad recitation of goods (use--based based 
applications)applications)

�� A few significant cases demonstrating common A few significant cases demonstrating common 
TTAB approaches, and lessons for attorneys: TTAB approaches, and lessons for attorneys: 



Misunderstanding Can Be FraudMisunderstanding Can Be Fraud

�� Hachette Filipacchi Presse v. Elle Belle LLCHachette Filipacchi Presse v. Elle Belle LLC,,
85 USPQ2d 1090 (TTAB 2007) (mark: ELLE BELLE)85 USPQ2d 1090 (TTAB 2007) (mark: ELLE BELLE)



Misunderstanding Can Be FraudMisunderstanding Can Be Fraud

�� Hachette Filipacchi Presse v. Elle Belle LLCHachette Filipacchi Presse v. Elle Belle LLC



Misunderstanding Can Be FraudMisunderstanding Can Be Fraud

�� Hachette Filipacchi Presse v. Elle Belle LLCHachette Filipacchi Presse v. Elle Belle LLC



Misunderstanding Can Be FraudMisunderstanding Can Be Fraud

�� Hachette Filipacchi Presse v. Elle Belle, LLCHachette Filipacchi Presse v. Elle Belle, LLC
–– President of registrant President of registrant Elle Belle, LLC argued Elle Belle, LLC argued 

goods were inaccurate due to misunderstanding goods were inaccurate due to misunderstanding 
with counselwith counsel
�� Attorney included in the application goods currently Attorney included in the application goods currently 

in use (some womenin use (some women’’s clothing) and planned for use s clothing) and planned for use 
(men(men’’s and childrens and children’’s clothing, and several items of s clothing, and several items of 
womenwomen’’s clothing)s clothing)

�� Registrant did not understand application should Registrant did not understand application should 
include only goods then in useinclude only goods then in use

�� Did not understand application, period; primary Did not understand application, period; primary 
language Punjabi, not Englishlanguage Punjabi, not English



Misunderstanding Can Be FraudMisunderstanding Can Be Fraud

�� Hachette Filipacchi Presse v. Elle Belle, LLCHachette Filipacchi Presse v. Elle Belle, LLC
–– TTAB rejected all argumentsTTAB rejected all arguments

�� PresidentPresident’’s misunderstanding did not shield company s misunderstanding did not shield company 
from finding it knew or should have known usefrom finding it knew or should have known use--based based 
application was falseapplication was false

�� ““The language contained in the subject application is The language contained in the subject application is 
clear and unambiguous.clear and unambiguous.””

�� Registrant failed to meet his obligation to confirm Registrant failed to meet his obligation to confirm 
meaning and accuracy of the statements in the meaning and accuracy of the statements in the 
application before signing the declarationapplication before signing the declaration



Failure To InvestigateFailure To Investigate
Can Be FraudCan Be Fraud

�� Standard Knitting Ltd. v. Toyota Jidosha Kabushiki Standard Knitting Ltd. v. Toyota Jidosha Kabushiki 
KaishaKaisha,, 77 USPQ2d 1917 (TTAB 2006) (mark: TUNDRA)77 USPQ2d 1917 (TTAB 2006) (mark: TUNDRA)



Failure To InvestigateFailure To Investigate
Can Be FraudCan Be Fraud

�� Standard Knitting Ltd. v. Toyota Jidosha Standard Knitting Ltd. v. Toyota Jidosha 
Kabushiki KaishaKabushiki Kaisha



Failure To InvestigateFailure To Investigate
Can Be FraudCan Be Fraud

�� Standard Knitting Ltd. v. Toyota Jidosha Kabushiki Standard Knitting Ltd. v. Toyota Jidosha Kabushiki 
KaishaKaisha
–– Board cancelled three registrations for marks TUNDRA Board cancelled three registrations for marks TUNDRA 

and TUNDRA SPORT due to fraud, finding many recited and TUNDRA SPORT due to fraud, finding many recited 
clothing items werenclothing items weren’’t offered for sale when applications t offered for sale when applications 
and statements of use signed; some never had beenand statements of use signed; some never had been

�� Two statements signed by president based on COOTwo statements signed by president based on COO’’s s 
representation of accuracyrepresentation of accuracy

�� Board found COOBoard found COO’’s use inquiry s use inquiry ““grossly insufficientgrossly insufficient””

�� Third application signed by corporate secretary when faxed to Third application signed by corporate secretary when faxed to 
him by controllerhim by controller



AttorneyAttorney ’’s Statement of Use s Statement of Use 
Can Be FraudCan Be Fraud

�� Herbaceuticals, Inc. v. Xel Herbaceuticals, Inc.Herbaceuticals, Inc. v. Xel Herbaceuticals, Inc.,,
86 USPQ2d 1572 (TTAB 2008) (citable86 USPQ2d 1572 (TTAB 2008) (citable) ) 



AttorneyAttorney ’’s Statement of Use s Statement of Use 
Can Be FraudCan Be Fraud

�� Herbaceuticals, Inc. v. Xel Herbaceuticals, IncHerbaceuticals, Inc. v. Xel Herbaceuticals, Inc



AttorneyAttorney ’’s Statement of Use s Statement of Use 
Can Be FraudCan Be Fraud

�� Herbaceuticals, Inc. v. Xel Herbaceuticals, Inc.Herbaceuticals, Inc. v. Xel Herbaceuticals, Inc.
–– RegistrantRegistrant’’s attorney signed the statement of uses attorney signed the statement of use

–– Board found fraud on Board found fraud on partial summary partial summary judgmentjudgment
�� Registrant Xel filed request for reconsideration arguing BoardRegistrant Xel filed request for reconsideration arguing Board’’s s 

opinion opinion assumed assumed facts facts not not in evidence and improperly in evidence and improperly imposed imposed 
a strict liability standard for frauda strict liability standard for fraud

�� Client submitted Client submitted supporting declaration stating goods supporting declaration stating goods on which on which 
mark not in use erroneously included due to language barriermark not in use erroneously included due to language barrier

�� Petition denied for failure to meet procedural requirements and Petition denied for failure to meet procedural requirements and 
lack of proper subject matter (must appeal on merits when final)lack of proper subject matter (must appeal on merits when final)

�� Meanwhile, Petitioner inadvertently let pleaded registration Meanwhile, Petitioner inadvertently let pleaded registration 
expire for failure to file expire for failure to file §§ 8 Affidavit of continued use8 Affidavit of continued use

–– Docket key maintenance dates even if youDocket key maintenance dates even if you’’re not prosecuting!re not prosecuting!



Pending Federal Circuit AppealsPending Federal Circuit Appeals

�� The The MedinolMedinol RuleRule

�� Current Challenges to the Current Challenges to the Medinol Medinol RuleRule



Pending Federal Circuit AppealsPending Federal Circuit Appeals

�� 1. 1. In re Bose CorporationIn re Bose Corporation, , 
No. 2008No. 2008--1448 (Opposition No. 91/157,315) (mark: HEXAWAVE)1448 (Opposition No. 91/157,315) (mark: HEXAWAVE)

–– Oral argument scheduled for May 6Oral argument scheduled for May 6

–– Bose opposed application to register HEXAWAVE Bose opposed application to register HEXAWAVE 
based on its WAVE and ACOUSTIC WAVE registrationsbased on its WAVE and ACOUSTIC WAVE registrations

–– Applicant Hexawave Inc. counterclaimed to cancel one Applicant Hexawave Inc. counterclaimed to cancel one 
of three Bose registrations based on fraudof three Bose registrations based on fraud

–– Bose won the opposition, but lost the registrationBose won the opposition, but lost the registration

–– Hexawave did not participate in appeal, so PTO Director Hexawave did not participate in appeal, so PTO Director 
is defending decisionis defending decision



In Re Bose CorporationIn Re Bose Corporation

–– WAVE was in use on 5 of 6 goods in BoseWAVE was in use on 5 of 6 goods in Bose’’s s 
renewal applicationrenewal application
�� Radios, stereo systems, portable CD playersRadios, stereo systems, portable CD players

�� But not audio tape recorders and playersBut not audio tape recorders and players



In Re Bose CorporationIn Re Bose Corporation

�� Board Found:Board Found:
–– Bose attorneyBose attorney’’s belief that shipping branded s belief that shipping branded 

tape recorders for repairs constituted use in tape recorders for repairs constituted use in 
commerce was unreasonablecommerce was unreasonable

–– Registration canceled for fraudRegistration canceled for fraud



Pending Federal Circuit AppealsPending Federal Circuit Appeals



Hualapai Tribe v. Grand CanyonHualapai Tribe v. Grand Canyon
West RanchWest Ranch

�� Opposer: Grand Canyon West RanchOpposer: Grand Canyon West Ranch



Hualapai Tribe v. Grand CanyonHualapai Tribe v. Grand Canyon
West RanchWest Ranch

–– Mark: GRAND CANYON WESTMark: GRAND CANYON WEST

–– Grand Canyon West Ranch opposed Hualapai Grand Canyon West Ranch opposed Hualapai 
TribeTribe’’s applications application
�� Pending applPending appl’’ns GRAND CANYON WEST RANCHns GRAND CANYON WEST RANCH

�� GRAND CANYON WEST merely descriptiveGRAND CANYON WEST merely descriptive

�� Tribe had not used mark in commerce for all servicesTribe had not used mark in commerce for all services

–– After discovery, Ranch amended to claim fraudAfter discovery, Ranch amended to claim fraud

–– Original application was entirely accurate, but Original application was entirely accurate, but 
error introduced in examinererror introduced in examiner’’s amendment s amendment 

–– Judgment entered against TribeJudgment entered against Tribe



Hualapai Tribe v. Grand CanyonHualapai Tribe v. Grand Canyon
West RanchWest Ranch

–– Tribe used the mark for several types of travel Tribe used the mark for several types of travel 
tour transportation for 20 yrs prior to applicationtour transportation for 20 yrs prior to application

–– But MAY NOT have used for four othersBut MAY NOT have used for four others



Hualapai Tribe v. Grand CanyonHualapai Tribe v. Grand Canyon
West RanchWest Ranch

�� Hualapai Tribe argued that it didnHualapai Tribe argued that it didn’’t t 
understand requirements for understand requirements for ““useuse””

�� Tribe moved to amend its application during Tribe moved to amend its application during 
opposition to delete the challenged servicesopposition to delete the challenged services

�� Board found that to be a concession of nonBoard found that to be a concession of non--
use of the mark for those servicesuse of the mark for those services

�� That That ““admissionadmission”” of nonof non--use compelled a use compelled a 
finding of fraud on Ranchfinding of fraud on Ranch’’s motion for s motion for 
summary judgmentsummary judgment



AIPLA ArgumentsAIPLA Arguments

�� AIPLA has adopted three resolutions AIPLA has adopted three resolutions 
criticizing criticizing MedinolMedinol
–– Misstatements not made with intent to deceive Misstatements not made with intent to deceive 

should not constitute fraudshould not constitute fraud

–– Should allow amendment/deletion of excess Should allow amendment/deletion of excess 
goodsgoods

–– Erroneous statement of use not material if party Erroneous statement of use not material if party 
was using mark on similar goods and entitled to was using mark on similar goods and entitled to 
registration covering themregistration covering them



AIPLA ArgumentsAIPLA Arguments

�� AIPLA submitted amicus briefs in both AIPLA submitted amicus briefs in both Bose Bose and and 
Hualapai Tribe Hualapai Tribe and will share Boseand will share Bose’’s time to argues time to argue

�� Medinol Medinol standard fails to meet three of the five standard fails to meet three of the five 
required elements for fraud in the Federal Circuit:required elements for fraud in the Federal Circuit:
1.1. Representation of a Representation of a material material factfact
2.2. Falsity of that representationFalsity of that representation
3.3. Intent to deceive or, at least, a state of mind so Intent to deceive or, at least, a state of mind so 

reckless as to the consequences that it is held to be reckless as to the consequences that it is held to be 
the equivalent of intent (scienter)the equivalent of intent (scienter)

4.4. Justifiable reliance by the party deceived which Justifiable reliance by the party deceived which 
induces him to actinduces him to act

5.5. Injury Injury to the party deceived as a result of his reliance to the party deceived as a result of his reliance 
on the misrepresentationon the misrepresentation



AIPLA ArgumentsAIPLA Arguments

�� Intent Is a Critical ElementIntent Is a Critical Element
–– Fraud requires intentional deception or at least Fraud requires intentional deception or at least 

reckless conductreckless conduct
�� DonDon’’t have to prove t have to prove specific intentspecific intent

�� Must be Must be actual intentactual intent, even if evidence circumstantial, even if evidence circumstantial

–– The Board misapplies The Board misapplies ““knew or should have knew or should have 
knownknown”” to find fraud on strict liability/negligenceto find fraud on strict liability/negligence
�� Different degrees of culpability, same resultDifferent degrees of culpability, same result

�� Quoted circuit precedent involved knowing falsehoodQuoted circuit precedent involved knowing falsehood

–– Not all errors are so reckless as to be scienterNot all errors are so reckless as to be scienter



AIPLA ArgumentsAIPLA Arguments

�� Materiality (first element)Materiality (first element)
–– BoardBoard’’s reasoning is circular (and sometimes s reasoning is circular (and sometimes 

nonnon--existent)existent)

–– Errors in statements of use may be immaterial Errors in statements of use may be immaterial 
when registration covers highly related goodswhen registration covers highly related goods

�� Injury (fifth element) Injury (fifth element) –– Cannot Be Presumed Cannot Be Presumed 
from Erroneous Inclusion of Goodsfrom Erroneous Inclusion of Goods

–– Injury to whom? Injury to whom? 

–– Purpose of trademark register: providePurpose of trademark register: provide
public notice of marks in usepublic notice of marks in use



Patent ComparisonPatent Comparison

�� Kingsdown,Kingsdown, Star Scientific Star Scientific are instructiveare instructive
–– Deceptive intent may not be inferred from gross Deceptive intent may not be inferred from gross 

negligence alonenegligence alone

–– Fraud does not result from every mistakeFraud does not result from every mistake

–– No parallel rule in trademark prosecution to the No parallel rule in trademark prosecution to the 
fiduciaryfiduciary--like duty of candor and good faith in like duty of candor and good faith in 
patent prosecution, 37 CFR  patent prosecution, 37 CFR  §§ 1.561.56



How To Avoid the How To Avoid the MedinolMedinol TrapTrap

�� The The MedinolMedinol RuleRule

�� Current Challenges To the Current Challenges To the Medinol Medinol RuleRule

�� How How To Avoid the To Avoid the MedinolMedinol TrapTrap



How To Avoid the How To Avoid the MedinolMedinol TrapTrap

�� Sharing the Duty of AccuracySharing the Duty of Accuracy
–– Elle BelleElle Belle: Misunderstanding by applicant or : Misunderstanding by applicant or 

attorney no shield from fraudattorney no shield from fraud
–– Both responsible for verifying mark in use on all Both responsible for verifying mark in use on all 

recited goods/servicesrecited goods/services
–– ““Inasmuch as counsel represented respondent Inasmuch as counsel represented respondent 

during the application process, respondent and during the application process, respondent and 
its attorney shared the duty to ensure the its attorney shared the duty to ensure the 
accuracy of the application and the truth of its accuracy of the application and the truth of its 
statements.statements.””



How To Avoid the How To Avoid the MedinolMedinol TrapTrap

�� Suggestions for Sharing Duty of AccuracySuggestions for Sharing Duty of Accuracy
–– Review the application with the clientReview the application with the client

�� Ensure all clients thoroughly review recitation of goods  Ensure all clients thoroughly review recitation of goods  

�� Elle Belle Elle Belle applicant said attorney did not personally review applicant said attorney did not personally review 
application with clientapplication with client

�� ““[H]ad respondent[H]ad respondent’’s counsel ensured that he understood what s counsel ensured that he understood what 
his client was telling him and reviewed the application with hishis client was telling him and reviewed the application with his
client prior to obtaining the necessary signed declaration, the client prior to obtaining the necessary signed declaration, the 
situation herein could have been prevented.situation herein could have been prevented.””

�� Especially important to clients new to the trademark prosecutionEspecially important to clients new to the trademark prosecution
process or with language differencesprocess or with language differences



How To Avoid the How To Avoid the MedinolMedinol TrapTrap

�� Suggestions for Sharing Duty of AccuracySuggestions for Sharing Duty of Accuracy
–– Control the Genesis of the List of Control the Genesis of the List of 

Goods/ServicesGoods/Services
�� Standard KnittingStandard Knitting: COO only briefly reviewed list in : COO only briefly reviewed list in 

draft application received from counsel; unknown draft application received from counsel; unknown 
where counsel got the listwhere counsel got the list

�� Counsel are at armCounsel are at arm’’s length and may not be able to s length and may not be able to 
verify that client has adequately reviewed draft goods verify that client has adequately reviewed draft goods 
recitation has taken placerecitation has taken place

�� Better to err on side of underBetter to err on side of under--inclusioninclusion



How To Avoid the How To Avoid the MedinolMedinol TrapTrap

�� Obligation to InquireObligation to Inquire
–– Herbaceuticals v. Xel HerbaceuticalsHerbaceuticals v. Xel Herbaceuticals: Board : Board 

stated that counsel for registrant stated that counsel for registrant ““was obligated was obligated 
to inquireto inquire”” as to the goods on which the marks as to the goods on which the marks 
were being usedwere being used

–– Board concluded that counselBoard concluded that counsel’’s inquiries s inquiries ““would would 
appear to have been grossly insufficientappear to have been grossly insufficient””

–– In Request for In Request for Reconsideration (denied), Reconsideration (denied), 
registrant registrant argued argued that the holding imposes an that the holding imposes an 
unrealistic requirement on trademark unrealistic requirement on trademark counselcounsel



How To Avoid the How To Avoid the MedinolMedinol TrapTrap

�� Suggestion for Satisfying Obligation to Suggestion for Satisfying Obligation to 
InquireInquire
–– Place the heaviest obligation to inquire where it Place the heaviest obligation to inquire where it 

belongs: on the clientbelongs: on the client

–– Require the client to sign the statement of use Require the client to sign the statement of use 
insteadinstead



How To Avoid the How To Avoid the MedinolMedinol TrapTrap
�� Look Before You Leap Into an OppositionLook Before You Leap Into an Opposition

–– Medinol Medinol fraud claims are often brought by an opposer or fraud claims are often brought by an opposer or 
petitioner for cancellationpetitioner for cancellation

�� But But Standard KnittingStandard Knitting involved unsuccessful opposer involved unsuccessful opposer whose whose 
own registrations were cancelled due to own registrations were cancelled due to fraudfraud

�� And Bose was a And Bose was a successfulsuccessful opposer whose own registration opposer whose own registration 
may be cancelled for fraudmay be cancelled for fraud

–– Inquire into the validity of registrations that will form the Inquire into the validity of registrations that will form the 
basis of an opposition and other registrations opposer basis of an opposition and other registrations opposer 
owns for the same mark (owns for the same mark (““frauditfraudit””))

–– PrePre--publication correction creates rebuttable publication correction creates rebuttable 
presumption of no fraud. presumption of no fraud. University Games v. 20Q.net, University Games v. 20Q.net, 
Nos. 91/168,142 & 91/170,668 (TTAB May 2, 2008)Nos. 91/168,142 & 91/170,668 (TTAB May 2, 2008)

–– At At the very least, amend registrations to delete any the very least, amend registrations to delete any 
erroneously included goods before filing an opposition erroneously included goods before filing an opposition 
((maymay be acceptable per footnote in be acceptable per footnote in HachetteHachette))



How To Avoid the How To Avoid the MedinolMedinol TrapTrap

�� File File multiple singlemultiple single--class class applications?applications?
–– All registrations and applications subject to All registrations and applications subject to Medinol Medinol 

were singlewere single--class until class until ……
–– G&W Laboratories Inc. v. GW Pharma Ltd.G&W Laboratories Inc. v. GW Pharma Ltd., , 

89 USPQ2d 1571, 1574 (TTAB January 29, 2009)89 USPQ2d 1571, 1574 (TTAB January 29, 2009)
–– TTAB made clear that other classes in multiTTAB made clear that other classes in multi--class class 

applications are not affected by fraud in one class:applications are not affected by fraud in one class:
�� ““[W]e find that each class of goods or services in a multiple [W]e find that each class of goods or services in a multiple 

class registration must be considered separately when class registration must be considered separately when 
reviewing the issue of fraud, and judgment on the ground of reviewing the issue of fraud, and judgment on the ground of 
fraud as to one class does not in itself require cancellation offraud as to one class does not in itself require cancellation of all all 
classes in a registration.classes in a registration.””

–– There may be other good reasons to file singleThere may be other good reasons to file single--class class 
applications, but not necessary under applications, but not necessary under MedinolMedinol



Latest Chapters in theLatest Chapters in the
Medinol Medinol OdysseyOdyssey

�� Your Thoughts?Your Thoughts?
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