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The Trademark Technical and 
Conforming Amendment Act of 

2010
Study and report to Congress on: 

“[T]he extent to which small businesses 
may be harmed by litigation tactics by 
corporations attempting to enforce 
trademark rights beyond a reasonable 
interpretation of the scope of the rights 
granted to the trademark owner

Sponsor: Sen Leahy, Patrick J. [VT] 
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The Copyright Cleanup, 
Clarification, and Corrections Act 

of 2010 
Study and report to Congress on: 

“[T]he extent to which small businesses 
may be harmed by litigation tactics by 
corporations attempting the purpose of 
which is to enforce trademark rights 
beyond a reasonable interpretation of the 
scope of the rights granted to the 
trademark owner

Request for Comments: Trademark Litigation Tactics

 “Do you think trademark “bullies” are currently a problem for 
trademark owners, and if so, how significant is the problem?”

 “Do you think aggressive litigation tactics are more pervasive 
in the trademark area than in other areas of the law?”

 “Do you think the USPTO has a responsibility to do something Do you think the USPTO has a responsibility to do something 
to discourage or prevent trademark bullying?”

 “Do you think Congress has a responsibility to do something to 
discourage or prevent trademark bullying?”
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Report To Congress

Report To Congress
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Report To Congress

Report To Congress
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Report To Congress

Conclusion:
Is there a problem?

“After careful review…..”f f

“it is unclear”

Report To Congress

Reaction
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So…..is there a problem?

163163

From January 1, 2009 through October 12, 2009

(That’s a TTAB filing every 1.75 days)
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Kellogg North America Company v. 
Malt-O-Meal Company, 

Opposition No. 91196938

“The longstanding and habitual practice ofThe longstanding and habitual practice of 
trademark bullying engaged in by the 
Opposer gives the opposer unclean hands 
and bars relief to Opposer.”
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““…disturbs the Court…disturbs the Court””

“Even in the short course of this litigation a pattern 
has emerged. … Upon closer examination, however, 
the Court realizes that the most revealing or 
important aspect of Plaintiff’s documents was ignored 
or misrepresented by Plaintiff. This pattern especially 
dist rbs the Co rt onsiderin the nat re of Plaintiff’sdisturbs the Court considering the nature of Plaintiff’s 
requested relief.”

“Plaintiff, through its misrepresentations, effectively 
abused this legal process.”
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“Shaming”“Shaming”
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So…..is there a perception
of a problem?p

“The perspective among p p g
consumers that we are 
big brands bullying 

consumers is growing ”consumers is growing…
The McCarthy Institute‐Microsoft 
Symposium “Trademark Law and its 
Challenges in 2011” (Feb. 3, 2011)
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So…..is there a perception
of a problem?

perception
problempp

Tipsp
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Tips
Look Before You Leap

Investigate & Analyze the 
Claim Before Sending the 

Letter

Tips
Avoid the “One Size 

Fits All” Mindset

Tailor Your Enforcement 
Efforts to the Situation
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“The MOUNT OLIVET logo closely resembles PepsiCo, Inc.’s registered MOUNTAIN 
DEW trademarks in both stylization and color. Such use wrongly trades on the 
goodwill of our brand and could lead to consumer confusion by creating the 
i i   f    hi     i i   i h MOUNTAIN DEW  f  d i k  I  impression of a sponsorship or association with MOUNTAIN DEW soft drinks. In 
addition, by mimicking our famous MOUNTAIN DEW logo and federally‐registered 
DO THE DEW advertising slogan, the distinctiveness of our trademarks are diluted.

“I trust you will not proceed with producing and selling the t‐shirts.”

Tips
Follow The Goldilocks 

Rule

“Not too easy, not too hard”
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Tips
Keep the Goal in Mind

Preserving the Mark’s Preserving the Mark’s 
Strength & Goodwill
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